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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Application Serial No. 85/792,653
Filed: December 3, 2012
Published: March 5, 2013, in the Official Gazette
For: MAXXCHARGE

Mag Instrument, Inc.

Opposer,

vs.

Motorola Trademark Holdings, LLC

Applicant.

)
)
)
)
)
)
)
)
)
)
)
)
)
)
)

Opposition No. 91/211,397

UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, Virginia 22313-1451

APPLICANT’S MOTION TO SUSPEND PROCEEDING
PURSUANT TO CIVIL ACTION

Pursuant to 37 C.F.R. § 2.117(a) and T.B.M.P. § 510.02(a), Applicant Motorola

Trademark Holdings, LLC (“Applicant”) hereby notifies the Board that Applicant is engaged in a

civil action that may have a bearing on the case. Applicant requests the Board to suspend this

proceeding pending resolution of the civil action. In support, Applicant states as follows:

1. On March 11, 2013, third parties Waves Audio Ltd. and Waves Inc. (collectively,

“Waves”) filed a trademark infringement Complaint in the United States District Court for the

Northern District of California against Applicant and its related entity Motorola Mobility LLC.

See Waves Audio Ltd. and Waves Inc. v. Motorola Mobility LLC and Motorola Trademark
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Holdings, LLC, Case No. 13-CV-1091 (EMC)1 (N.D. Cal.) (the “Civil Action”). A copy of the

Complaint is attached as Exhibit 1.

2. The Complaint in the Civil Action alleges that Applicant’s use of “colorable

imitations” of Waves’ asserted trademarks MAXX, MAXXAUDIO, MAXXBASS, and

MAXXVOLUME is likely to cause confusion. (Ex. 1, Complaint at ¶ 50.) The Complaint

expressly identifies Applicant’s co-pending MAXX trademark application covering “mobile

phones, smartphones, and accessories therefor, namely, power adapters” (Ser. No. 85/792,643).

(Ex. 1, Complaint at ¶ 43.) The Complaint alleges trademark infringement and unfair

competition under the Lanham Act, as well as related state law claims. Among other relief,

Waves seeks an injunction against Applicant’s use of the MAXX trademark. (Ex. 1, Complaint

at pp. 13-14.)

3. Upon Applicant’s motion, and based upon the Civil Action, the Board suspended

a co-pending opposition proceeding filed by Waves against Applicant’s application to register

the MAXX trademark for use in connection with “mobile phones, smartphones, and accessories

therefor, namely, power adapters” (Ser. No. 85/792,643). See Waves Audio Ltd. v. Motorola

Trademark Holdings, LLC, T.T.A.B. Case No. 91/209,701 at Dkt. #8 (Order suspending

proceedings dated May 14, 2013).

4. The applied-for trademark at issue in this proceeding (Case No. 91/211,397) is

MAXXCHARGE covering “mobile phones, smartphones and accessories therefor, namely,

power adapters” (Ser. No. 85/792,653). These goods are identical to the goods at issue in

Waves’ Civil Action, in which Waves seeks an injunction against Applicant’s use of the MAXX

1 The Civil Action was subsequently reassigned to a new judge. Consequently, the new case
number is 13-CV-1091 (WHO).
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trademark and “colorable imitations” of Waves’ asserted trademarks.2 As a result, the Civil

Action may have a bearing on the above-captioned proceeding.

In light of the foregoing, suspension is proper. See 37 C.F.R. § 2.117(a), T.B.M.P. §

510.02(a). As set forth in the Board Manual, “[P]ursuant to 37 C.F.R. § 2.117(a), the Board may

also, in its discretion, suspend a proceeding pending the final determination of another Board

proceeding … or even another proceeding in which only one of the parties is involved.”

T.B.M.P. § 510.02(a). “Ordinarily, the Board will suspend proceedings in the case before it if

the final determination of the other proceeding may have a bearing on the issues before the

Board.” Id. The other proceeding need not be dispositive, but only needs to have a bearing on

the issues. Id. (citing New Orleans Louisiana Saints LLC v. Who Dat? Inc., 99 U.S.P.Q.2d 1550,

1552 (T.T.A.B. 2011)).

Although the plaintiffs in the Civil Action, Waves Audio Ltd. and Waves Inc., are not

parties to this opposition, suspension is still proper. See Argo & Co., Inc. v. Carpetsheen Mfg.,

Inc., 187 U.S.P.Q. 366 (T.T.A.B. 1975). Applicant is a defendant in each of the pending

proceedings described above, including the Civil Action. The district court’s ruling with respect

to the “MAXX” trademark may be binding on the Board. See New Orleans Louisiana Saints, 99

U.S.P.Q.2d at 1552. As a result, the Civil Action may have a bearing on these proceedings. If

the Civil Action plaintiffs’ claims are ultimately successful—which Applicant will vigorously

contest—Applicant may be enjoined from using a “MAXX”-formative trademark in connection

with the applied-for goods. If that occurs, Applicant would be unable to perfect use of the

applied-for MAXXCHARGE mark and the application at issue in this proceeding would

ultimately go abandoned.

2 These goods are also identical to the goods at issue in Waves’ now-suspended MAXX
trademark opposition proceeding (Case No. 91/209,701).
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If the district court issues an injunction in the Civil Action, there may be no need to

proceed with this opposition. Conversely, if the district court dismisses Waves’ claims, this

opposition can proceed. Consequently, Applicant respectfully requests the Board to suspend

proceedings pending the outcome of the Civil Action. See General Motors Corp. v. Cadillac

Club Fashions Inc., 22 U.S.P.Q.2d 1933, 1937 (T.T.A.B. 1992) (granting motion to suspend). In

the event the Board denies Applicant’s Motion to Suspend, Applicant respectfully requests the

Board to reset Applicant’s deadline to file an Answer or otherwise plead.

Dated: August 2, 2013 BY:
ULMER & BERNE, LLP

BY: /s/ Thomas M. Williams
Thomas M. Williams
500 W. Madison St., Suite 3600
Chicago, IL 60661
Telephone: (312) 658-6500
Facsimile: (312) 658-6501
twilliams@ulmer.com
Attorney for Applicant
Motorola Trademark Holdings, LLC
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CERTIFICATE OF SERVICE

On August 2, 2013, I served the foregoing APPLICANT’S MOTION TO SUSPEND

PROCEEDING PURSUANT TO CIVIL ACTION on the parties in said action by depositing

a true copy thereof with the United States Postal Service as first class mail, postage prepaid, at

Chicago, Illinois, enclosed in a sealed envelope addressed to counsel of record for Opposer as

follows:

DICKSTEIN SHAPIRO LLP
Robert W. Dickerson
Charles A. Kertell
2 Park Plaza, Suite 900
Irvine, CA 92614
Tel: (949) 623-7882
dickersonr@discksteinshapiro.com
kertellc@dicksteinshapiro.com

Dated: August 2, 2013

By: /s/ Thomas M. Williams
Thomas M. Williams
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